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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is spedfied above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 05 October 2005 , 
2a)l3 This action Is FINAL. 2b)n This action is non-final. 

3) G Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 58-70 and 74-84 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) S Claim(s) 58-70 and 74-84 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) \3 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 24 October 2001 is/are: a)S accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)\J None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed OfTice action for a list of the certified copies not received. 
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3) 13 Infomnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 
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U.S. Patent and Trademaric Office 
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Application/Control Number: 10/002,967 Page 2 

Art Unit: 1635 

DETAILED ACTION 

This Action is in response to the communication filed on 10/5/2005. The amendment 
filed 10/5/2005 is acknowledged. The amendment has been entered. Claims 58-70 and 74-84 
are currently pending in the application and are addressed herein. 

Applicant's arguments are addressed on a per section basis. The text of those sections of 
Title 35, U.S. Code not included in this Action can be found in a prior Office Action. Any 
rejections not reiterated in this action have been withdrawn as being obviated by the amendment 
of the claims and/or applicant's arguments. 

Information Disclosure Statement 
The information disclosure statement (IDS) submitted on 10/5/2005 is acknowledged. 
The submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC§112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 58-62 and 74-77 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
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relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

The claims are drawn to isolated nucleic acids encoding polypeptides wherein the nucleic 
acids have at least 80%, 85%, 90%, 95% or 99% sequence identity with a nucleic acid encoding 
particular disclosed sequence (SEQ ID NO: 59). The claims do not require that the nucleic acids 
possess any particular conserved structure, or other disclosed distinguishing structural feature. 

To provide adequate written description and evidence of possession of a claimed genus, 
the specification must provide sufficient distinguishing identifying characteristics of the genus. 
The factors to be considered include disclosure of compete or partial structure, physical and/or 
chemical properties, fimctional characteristics, structure/fimction correlation, methods of making 
the claimed product, or any combination thereof In this case, the only factor present in the claim 
is a partial structure in the form of a recitation of percent identity and the functional 
characteristic that the sequence encodes a polypeptide which can induce chondrocyte 
redifferentiation. There is not even an identification of any particular portion of the structure that 
must be conserved or that is required for the indicated fimction. Accordingly, in the absence of 
sufficient recitation of distinguishing identifying characteristics including lack of a 
structure/fimction relationship, the specification does not provide adequate written description of 
the claimed genus. 

Vas-Cath Inc. v. Mahurkar, 19USPQ2d 1111, clearly states "applicant must convey with 
reasonable clarity to those skilled in the art that, as of the filing date sought, he or she was in 
possession of the invention. The invention is, for purposes of the ^written description' inquiry, 
whatever is now claimed.'' (See page 1117.) The specification does not "clearly allow persons of 
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ordinary skill in the art to recognize that [he or she] invented what is claimed." (See Vas-Cath at 
page 1116). As discussed above, the skilled artisan cannot envision the detailed chemical 
structure of the encompassed genus of molecules, and therefore conception is not achieved until 
reduction to practice has occurred, regardless of the complexity or simplicity of the method of 
isolation. Adequate written description requires more than a mere statement that it is part of the 
invention and reference to a potential method of isolating it. ' The compound itself is required. 
See Fiers v. Revel, 25 USPQ2d 1601 at 1606 (CAFC 1993) and Amgen Inc. v. Chugai 
Pharmaceutical Co, Ltd,, 18 USPQ2d 1016. 

Applicant is reminded that Vas-Cath makes clear that the written description provision of 
35 U.S.C. §1 12 is severable from its enablement provision (see page 1 115). 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless ~ 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 58-64, 66 and 68-84 are rejected under 35 U.S.C. 102(e) as being anticipated by 
US 2002/0055139 Al (HOLTZMAN et al., published May 9, 2002 with priority to at least May 
14, 1999). 

HOLTZMAN teaches an isolated nucleic acid that encodes a polypeptide (human A236 
protein) that is 100% identical to SEQ ID NO: 59 (See attached sequence alignment), (e.g., see 
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HOLTZMAN paragraph [0129] describing Figure 23, SEQ ID NO: 23 and SEQ ID NO: 24). 
Since the nucleic acid taught by HOLTZMAN encodes a polypeptide that is 100% identical to 
SEQ ID NO: 59, the nucleic acid sequence taught by HOLTZMAN would necessarily encode the 
extracellular domain of SEQ ID NO: 59. Furthermore, the nucleic acid taught by HOLTZMAN 
would necessarily hybridize to a nucleic acid sequence encoding SEQ ID NO: 59 under stringent 
conditions. HOLTZMAN also teaches that the nucleic acid encoding human A236 can be 
inserted into an expression vector and the expression vector can be placed in a host cell such that 
the polypeptide is produced in the cell (e.g., see the abstract; paragraphs [0081], [0318] and 
[0638]). HOLTZMAN specifically teaches that the host cell can be a yeast cell, an E. coli cell or 
a mammalian cell (see paragraphs [0641], [0644], and [0650]). Furthermore, the nucleic acid 
taught by HOLTZMAN (which is 1005 identical to SEQ ID NO: 58) is a nucleic acid that 
consists of an at least 30, 50, 60, 70, 80, 90 and 100 nucleotide fi-agment of the nucleic acid of 
SEQ ID NO: 58 which would necessarily hybridize to the complement of SEQ ID NO: 58 under 
the conditions set forth in claim 78. 



Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the appUcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 63, 65 and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2002/0055139 Al (HOLTZMAN et al., pubUshed May 9, 2002 with priority to at least May 14, 
1999). 

HOLTZMAN teaches an isolated nucleic acid that encodes a polypeptide (human A236 
protein) that is 100% identical to SEQ ID NO: 59, as indicated above (e.g., see HOLTZMAN 
paragraph [0129] describing Figure 23, SEQ ID NO: 23 and SEQ ID NO: 24). 

HOLTZMAN does not teach that the isolated nucleic acid comprises a sequence 
encoding the polypeptide of SEQ ED NO: 59 lacking its associated signal peptide or an isolated 
nucleic acid comprises a sequence encoding the extracellular domain of polypeptide of SEQ ID 
NO: 59 lacking its associated signal peptide. 

However, HOLTZMAN does teach the structural domains of human A236 protein, 
including the signal peptide, extracellular domain, transmembrane domain and cytoplasmic 
domain as well as the cleavage product that is the mature form of the A236 protein (i.e., amino 
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acids 19-373) (e.g., see paragraphs [0302] and [0601]). HOLTZMAN also teaches that 
antibodies can be produced that specifically bind to each domain of the polypeptide (see 
paragraph [0632]. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to create make a nucleic acid that comprises a sequence encoding 
the mature form of the A236 protein (which is also the polypeptide of SEQ ID NO: 59 lacking its 
signal peptide) as well as a nucleic acid that comprises a sequence encoding the extracellular 
domain of A236 lacking its associated signal peptide with a reasonable expectation of success. 

One of ordinary skill in the art would have been motivated to make the nucleic acid 
sequence encoding the mature form of the A236 and the nucleic acid sequence encoding the 
extracellular domain of A236 protein lacking its associated signal peptide in order to produce the 
mature form of the protein or to produce polypeptides which could then be used to make 
antibodies specific for non-signal peptide domains of A236. It is noted that making a vector that 
expresses a protein of interest and making antibodies are conventional and routine, as such the 
nucleic acids could have been made with a reasonable expectation of success. 



Response to Arguments 
Applicant's arguments filed 10/5/2005 have been fully considered. 

With respect to the rejection of claims under 35 USC 112, 2"^ paragraph, the cancellation 
of claims 71-73 renders the rejection moot. 
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With respect to the rejection of claims imder 35 USC 1 12, 1^* paragraph (Written 
Description) Applicants arguments have been fully considered. With respect to the limitations 
"signal peptide", "extracellular domain" and "extracellular domain lacking its associated signal 
peptide" it is acknowledged that the specification has provided adequate description for these 
specific limitations. With respect to Applicants argvunents that the specification has provided a 
detailed description of the chondrocyte redifferentiation assay (Example 126) and that one of 
skill in the art would be able to use the assay to identify which of the claimed sequences encode 
polypeptides that can induce chondrocyte redifferentiation, the arguments are not persuasive. 
AppHcants assert that Example 126 of the instant application provide detailed protocols for the 
chondrocyte redifferentiation assay. Applicants contend that by following the instant disclosure, 
one of skill in the art can easily test whether a claimed sequence encodes a variant PR0363 
polypeptide that induces chondrocyte redifferentiation. Applicants also argue that methods for 
determining percent identity between two sequences is disclosed in the specification, as well as 
guidance to make changes to PRO polypeptide sequences without adversely affecting its activity. 
Applicant urges that such provides basis for the newly claimed genus of sequences which encode 
polypeptides with at least 80-99% sequence identity to SEQ ID NO: 59 and which are 
functionally defined as being able to induce chondrocyte redifferentiation. Applicant points to 
the specification's disclosure of methods for the determination of percent identity, and assays for 
identification of polypeptides and for support of the functional limitation in the claims. 
Applicants urge that the skilled artisan can readily test sequences for identity and whether or not 
the encoded polypeptides can induce chondrocyte redifferentiation. Therefore, Applicants 
contend that one of skill in the art would be able to identify and make the claimed sequences. 
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Applicants' arguments have been fully considered, but are not persuasive. The courts 
have specifically stated that the skilled artisan cannot envision the detailed chemical structure of 
an encompassed polypeptide imtil the structure is disclosed, and therefore conception is not 
achieved until reduction to practice has occurred, regardless of the complexity^ or simpHcity of 
the method of isolation. Adequate written description requires more than a mere statement that 
it is part of the invention and reference to a potential method of isolating it. The compound itself 
is required. See Fiers v. Revel, 25 USPQ2d 1601 at 1606 (CAFC 1993) mdAmgen Inc. v. 
Chugai Pharmaceutical Co. Ltd, 18 USPQ2d 1016. In the instant case only SEQ ID NO: 59 
(PR0363) has been disclosed as being able to induce chondrocyte redifferentiation. However, 
the specification does not disclose any variants of the PR0363 polypeptide (SEQ ID NO: 59) 
which can induce chondrocyte redifferentiation. One cannot describe what one has not 
conceived. See Fiddes v. Baird, 30 USPQ2d 1481 at 1483. In Fiddes, claims directed to 
mammaUan FGF's were found to be unpatentable due to lack of written description for that 
broad class. The specification provided only the bovine sequence. 

To provide evidence of possession of a claimed genus, the specification must provide 
sufficient distinguishing identifying characteristics of the genus. The factors to be considered 
include disclosure of complete or partial structure, physical and/or chemical properties, 
functional characteristics, structure/function correlation, methods of making the claimed product, 
or any combination thereof In this case, the only factors present in the claims are a partial 
structure in the form of a recitation of percent identity, and a requirement that the polypeptide 
can induce chondrocyte redifferentiation. There is no identification of any particular portion of 
the structure that must be conserved in order to conserve the required function (induction of 
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chondrocyte redifferentiation). Clearly, such does not constitute disclosure of a representative 
number of examples of, nor adequate written description for, the claimed genus. 
Therefore, Applicants arguments are not persuasive. 

With respect to the rejection of claims 58-62 and 74-77 under 35 US 1 12, 1^^ paragraph 
(scope of enablement). Applicants' arguments are persuasive and the enablement rejection of the 
claims is withdrawn. 

With respect to the rejection of claims under 35 USC 102(e) and 35 USC 103(a), 
Applicant argue that the HOLTZMAN reference (U.S. Publication No. 2002/0055139 Al) is not 
prior art in view of the Declaration under 37 CFR 1.131 by Drs. Desnoyers et al. (submitted 
10/5/2005). However, the Declaration filed on 10/5/2005 under 37 CFR 1.131 has not been 
considered because it is defective. Specifically, the Declaration is defective because it is not 
signed. Since the Declaration has not been considered, it is ineffective to overcome the 
HOLTZMAN reference (U.S. Pub. No. 2002/0055139 Al). Since the Declaration is ineffective 
to overcome the HOLTZMAN reference Applicants arguments are not persuasive and the 
rejection of the claims under 35 USC 102(e) and 35 USC 103(a) are maintained. 

Conclusion 

No claim is allowed. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Apphcant is reminded of the extension of time policy as set forth in 37 CFR LI 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi"om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated firom the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi*om the date of this 
final action. 

Any inquiry concerning this communication or earlier communications fi'om the 
examiner should be directed to Jon Eric Angell whose telephone niunber is 571-272-0756. The 
examiner can normally be reached on Mon-Fri, with every other Friday off 

If attempts to reach the examiner by telephone are imsuccessfiil, the examiner's 
supervisor, Andrew Wang can be reached on 571-272-081 1. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



J.E. Angell, Ph.D. 
Art Unit 1635 
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PRIMARY EXAMINER 



